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Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1, 3 through 9 and 11 through 20, which are
all of the clainms remaining in the application.

Caiml, whichis illustrative of the subject natter on
appeal , reads as foll ows:

1. An analytical elenent useful for the determ nation of
prostatic acid phosphatase in an aqueous speci men conpri sing:

a porous spreadi ng zone cont ai ni ng

(a) a nonhygroscopic aronmati c phosphate which
reacts as a substrate with prostatic acid phosphatase to
produce a phenol reaction product, said nonhygroscopic
aromati ¢ phosphate substrate being an al kaline earth salt of
an aryl phosphate ester, and

(b) a diazoniumor tetrazoliumsalt which is
capabl e of reacting with said phenol reaction product to
provi de a chronophore,

said el enent further conprising a buffer which nmaintains
said elenent at a pH of fromabout 3 to about 6.5 when
contacted with an aqueous speci nen.

The references relied on by the exam ner are:

Schnabel et al. (Schnabel) 4,758, 508 Jul. 19, 1988

Kat suyama 63- 88000 Apr. 19, 1988
(Japanese Kokai patent application)

Mari e Pernicova, "Proof of Prostatic Acid Phosphtase Activity
in Gl Carriers," Scripta Medica 259-64 (1971)
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The issue presented for review is whether the exam ner
erred inrejecting clains 1, 3 through 9 and 11 through 20
under 35 U . S.C. 8 103 as unpatentabl e over the conbi ned
di scl osures of Pernicova, Katsuyama and Schnabel .

On consideration of the record, we reverse the examner's
prior art rejection.

DI SCUSS| ON

First, we conclude that the exam ner has not established

a prima facie case of obviousness for the reasons succinctly

stated in appellants' Appeal Brief.
Second, assum ng arguendo that the exam ner had

established a prima facie case of obviousness, the objective

evi dence of nonobvi ousness relied on by appellants and set
forth in Exanple 1 of the specification, pages 14 through 16,

is sufficient to rebut any such prinma facie case.

Respecting the latter point, we rem nd the exam ner that

if a prima facie case of obviousness is established, and if

the applicant comes forward with reasonable rebuttal supported
by experinental evidence, the entire nmerits of the nmatter are

to be reweighed. As stated in In re Hedges, 783 F.2d 1038,

1039,
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228 USPQ 685, 686 (Fed. GCir. 1986):

If a prima facie case is made in the first instance,
and if the applicant cones forward with reasonabl e
rebuttal, whether buttressed by experinent, prior
art references, or argunent, the entire nerits of
the matter are to be rewei ghed. [Enphasis added,
citation omtted].

This the exam ner did not do. The Exami ner's Answer does not
conme to grips with appellants' objective evidence of
nonobvi ousness, set forth in Exanple 1 of the specification
and relied on for patentability in the Appeal Brief.

The exam ner's decision is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

WLLIAMF. SM TH
Adm ni strative Patent Judge

HUBERT C. LORIN
Adm ni strative Patent Judge
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